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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

THE MAILING DATE OF THIS GOMMUNICATION. 

F v tenS'O"? Cf ti"^g f"ay hp awailahip i rnripr thp pmvr<;inn<;-nf P . FR 1-1 ?fi(a) I n nn- o\fpntr h n wflvftrr m a y a rap l y ba t i m el y fi le d- — - — — 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 19 February 2004 . 
2a)\3 This action is FINAL. 2b)^ This action is non-final. 

-3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closedJn accordance with the-practice-under-Ex-parte-Quay/e.-1935-C.D.-1 1,-453-0.0.-2-13. 

Disposition of Claims 

4) ^ Claim(s) 1-4 and 6-12 is/are pending in the application. 

4a)_0nhejibqve^lairi^^ 

5) 0 Claim(s) is/are allowed. 

6) S Claim{s) 1-4 and 6-12 is/are rejected. 

7) H~Claim(s) is/aTe~obiected'ta 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

1 0)0 The drawing(s) filed on t is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certifiied copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(5) 

1) ^ Notice of References Cited (PTO-892j 

2) CH Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Infomiation Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) [H Inten/iew Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Infomial Patent Application (PTO-1 52) 

6) □ Other: . 
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DETAILED ACTION 



Acknowledgement 

1 . Acknowledgment is made that applicant's Response, filed on 1 9 February 2004, 
has been entered. Claihis 1-4 and 6-12 are now pending. 

2. The finality of the rejection of t he last Office action i s withdrawn to be fair and 
give the Applicant time to properly response to the rejection presented, since the 
Examiner no longer agrees with the arguments presented by the Applicant during a 



telephone interview on 08 December 2003. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

4. Claims 1-4 and 6-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Park (5524092). Park discloses a metal capped mirror Fig. 2, comprising a stack of 
dielectric layers 12 and: 13 of alternating high and low indices of refraction capped with 
a layer of metal 1 1 , the improvement comprising a layer 12 consisting of tin oxide to 
which the metal capping layer 11 is directly adhered. 
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Regarding claim 2, Park discloses at the end of the stack comprising an integral 
number of pairs of dielectric layers, see Figs. 1 and 2. 



Regarding claim 3, Park discloses all of the stack layers other than the end layer 
of tin oxide are materials other than tin oxide, see col. 5, lines 5-21 . 

Regarding claim 4, Park discloses the tin oxide layer is one of a pair of dielectric 
layers disposed at the stack end, see Fig. 1. 

Regarding claims 6-8, Park discloses all the stated limitations. 



Regarding claims 9-10, Park discloses the meal is of gold, see col. 4, lines 14- 
19 and col. 4, lines54-59. 



Regarding claims 11-12, Park discloses all the stated limitations, see Figs. 1 and 

2: ' 

5. Claims 1-4, 7, 8, 11 and 12 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Tokito et;al. (5780174). Tokito et al. disclose a metal capped mirror Fig. 
1 , comprising a stack of dielectric layers 12 of alternating high and low indices of 
refraction capped with a layer of metal 22, the improvement comprising a layer 14 
consisting of tin oxide to which the metal capping layer 22 is directly adhered. 

Regarding claim 2, Tokito et al. disclose at the end of the stack comprising an 
integral number of pairs of dielectric layers, see Fig. 12. 

Regarding claim 3, Tokito et al. disclose all of the stack layers other than the end 
layer of tin oxide are materials other than tin oxide, see col. 5, line 50-col. 6, line 13. 

Regarding claim 4, Tokito et al. disclose the tin oxide layer is one of a pair of 
dielectric layers disposed at the stack end, see Fig. 12. 
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Regarding claims 7-8, Tokito et al. disclose all the stated limitations, see Figs. 1 
and 12 and col. 5, line 50-col. 6, line 13. 

Regarding claims 11-12, Tokito et al. disclose all the stated limitations, see Fig. 

1. 

Response to Arguments 



6. Applicant's arguments filed 12 December 2002 and 19 February 2004 have been 
fully considered but they are not persuasive. 
Applicant argued the following: 

"aT^lncliufrrtifroxiae^ oxide and as such7indium 

tin oxide is indium oxide with impurities of tin oxide. Tin oxide is not a conductive 
material, and in the Applicant's claimed mirrors, does not function as a conductor. 

b. The use of the indium tin oxide layer in Park does not anticipate or disclose 
the use of the claimed tin oxide of the Applicant's invention. 

c. The Park reference fails to teach or disclose the invention as recited in claim 
1, in particularly "a layer consisting of tin oxide". 

d. to support the 102(b) rejection, the Examiner cites information contained in 
Hebrink and Bandettini.; Anticipation requires the presence in a single prior art 
reference disclosure of feach and every element of the claimed invention, arranged as in 
the claim. 
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e. The mere fact that a prior art structure could be modified to produce the 
claimed invention would not have made the modification obvious unless the prior art 
suggested the desirability of the modification. 

f. Indium tin oxide disclosed in Park cannot replace the substantially pure tin 
oxide of the present invention. 

g. Park does not disclose a mirror having a stack of dielectric materials of 

alternating high and low indices of refraction. 

In response to Applicants arguments: 

a. Tin oxide is a conducting material, see Hebrink et al. (6449093), col. 14, 
lines 38-44 as well as many other references. 

b^Park~use^indiuTrrtirroxide~as an example^f a common oxide used, so that 
one skill in the art at the time the invention was made would know the type of material 
that maybe used, see Bandettini et al. (5959762), col. 7, lines 42-44. 

c. As Applicant stated, indium tin oxide is an indium oxide doped with tin oxide; 
therefore, the indium tin oxide layer consists of tin oxide. Claim 1 should recite "a layer 
consisting essentially of tin oxide". 

d. Hebrink was only used to show the fact that tin oxide has conductive 
properties, while Bandettini was used only to show what was well known to be a 
common oxide in the art at the time the invention was made. Even without the additional 
references, Park discloses the invention as claimed. Note that, in some circumstances, 
it is permissible to use multiple references in a 35 U.S.C. 102 rejection. See MPEP § 
2131.01. 
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e. The Examiner is not relying on the modification of the invention of Park, since 
Park discloses the claimed invention. But the mere fact that a prior art structure could 
be modified to contain a layer consisting essentially of tin oxide would have been an 
obvious the modification since it has been held to be within the general skill of a worker 
in the art to select a known material on the basis of its suitability for the intended use as 
a matter of obvious design choice. In re Leshin, 125 USPQ 416. 

f. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., the substantially pure tin oxide) are not recited in the rejected claim(s). Although 
the claims are interpreted in light of the specification, limitations from the specification 
are-not readinto the-claims7-See-/nTe-\/an-6ews7988"F:2d"1 181726"DSPQ2a 

(Fed. Cir. 1993). 

g. Although the alternation of refractive indices of layers 13 and 14 (in Figure 2) 
is not serial or more than once, it is inherent that the indices of refraction alternates 
between the two layers from high to low. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cornelius H. Jackson whose telephone number is 
(571)272-1942. The examiner can normally be reached on 8:00 - 5:00, Monday - 
Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MInSun Harvey can be reached on (571)272-1835. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Inforhiation Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is availa ble through Private PAIR onl y. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC);at 866-217-9197 (toll-free). 
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